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Caesar Enterprises, Inc.
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LLP for Silver Lake Restaurant Systemns, |nc.

Bef ore Ci ssel, Hohein and Wendel, Adm nistrative
Trademar k Judges.

Opi nion by Wendel, Adm nistrative Trademark Judge:

Silver Lake Restaurant Systems, Inc. has filed an
application to register the mark PEACE A Pl ZZA and
desi gn,

as shown bel ow, for “restaurant services.”?!

! Serial No. 75/139,794, filed July 25, 1996, based on an
al l egation of a bona fide intention to use the mark in commerce.
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Little Caesar Enterprises, Inc. has filed an

N\aife

opposition to registration of the mark on the ground of
priority of use and likelihood of confusion under Section
2(d) of the Trademark Act.? 1In the notice of opposition
opposer all eges use of the mark Pl ZZA! Pl ZZA! in
connection with pizza and restaurant services since 1980;
ownership of registrations for the mark PlIZZA! Pl ZZA! and
mar ks contai ning the term Pl ZZA! Pl ZZA! for various food

itenms and restaurant services:;® continuous and extensive

2 Al t hough opposer included allegations of false suggestion of a
connection with opposer under Section 2(a) of the Trademark Act
in the notice of opposition, opposer failed to pursue these

al l egations and thus we have given no consideration to the sane.
3 Registration No. 1,295,178, issued September 11, 1984, for the
mar k LI TTLE CAESARS PI ZZA! Pl ZZA! and design for “restaurant
services”; Section 8 & 15 affidavits; disclainmer of “pizza”;

Regi stration No. 1,297,170, issued Septenber 18, 1984, for
the mark LI TTLE CAESARS PI ZZA! Pl ZZA! and design for
“restaurant services”; Section 8 & 15 affidavits; disclainer
of “pizza”;

Regi stration No. 1,399,730, issued July 1, 1986, for the mark
Pl ZZA! Pl ZZA! (as anended) for “pizza for consunption on or off
the premi ses”; Section 8 & 15 affidavits; disclainmer of
“pizza”;

Regi stration No. 1,439,558, issued May 12, 1987, for the mark
Pl ZZAl Pl ZZAl (as anended) for “restaurant services”; Section 8
& 15 affidavits; disclainer of “pizza”;

Regi stration No. 1,811,270, issued Decenber 14, 1993, for the
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use and pronotion of these marks such that the marks have
beconme extrenely val uabl e busi ness and narketi ng assets
of opposer; and a |ikelihood of confusion because of the
cl ose resenbl ance of applicant’s mark PEACE A Pl ZZA and
design to opposer’s marks as used in connection with
opposer’s goods and services.

Applicant, in its answer, has denied the salient
al |l egations of the notice of opposition.*

The Record

The record consists of the file of the involved
appl i cation; opposer’s testinonial declarations of Robert
A. Elliott, former Vice-President of Marketing of
opposer, and Stuart de Gues, Senior Director of
Advertising of opposer, nmade of record by notices of
reliance;® responses by applicant to certain of opposer’s
interrogatories and requests for adm ssion and dictionary

definitions nade of record by opposer by notices of

mark LI TTLE CAESARS Pl ZZA! Pl ZZAl' CRAZY KI DS and design for
“restaurant services”; Section 8 affidavit; disclainer of
“pizza”; and

Regi stration No. 2,071,554, issued June 17, 1997, for the mark
Pl ZZA! Pl ZZA! PICNIC! for “conbination neals consisting of
pi zza, bread, and a non-al coholic beverage for consunption on
and of f the prem ses”; disclainer of “pizza.”

4 Al'though alleging as an affirmative defense the ground of
estoppel, applicant has failed to take any action with respect
to this defense and thus it will not be further considered.
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reliance; certified copies of opposer’s pleaded

regi strations made of record by notice of reliance;

applicant’s trial testinmony depositions of Peter Howey,

Presi dent of applicant, and Joseph Leggi o, Secretary of

appl i cant; and opposer’s rebuttal testinonial

decl arati ons of Linda Jaworski, Senior Vice President of

Mar keting for opposer, and Kevin J. Friesen, Vice

presi dent of Operations for the M dwest Region for

opposer, also made of record by notices of reliance.®
Both parties filed briefs’ and participated in an

oral hearing.

The Parties

Opposer has operated restaurants featuring pizza and
rel ated products since May 1959. As of 1996, opposer was
the franchi sor of over 4,200 restaurants |ocated in each
of the fifty states, as well as Puerto Rico and Guam By

1998 there were in excess of 5,000 restaurants including

> The parties filed a stipulation that the testinony of these
two wi tnesses could be submitted in declaration formin
accordance with Trademark Rule 2.123(b).

® The parties also stipulated to the submission of this
testinony in declaration form

" Opposer has objected to exhibits C-F attached to applicant’s
brief as not being part of the record. [Introduction of new
evidence with the brief is clearly untinely. Inasnuch as this
material was neither submtted by nmeans of notice of reliance
during applicant’s testinony period nor introduced during the
taking of testinony by applicant, Exhibits CF are hereby
stricken and have been given no consideration.
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non-traditional |ocations such as airports, K-Mart stores
and col |l ege canpuses. Opposer’s sales rose from $39.2
million in 1979 to $2 billion in 1994. Opposer’s ranking
in restaurant chains based on sales was 13'" in 1993 and
14" in 1994. In January 1995 opposer was recogni zed by
Restaurants and Institutions Magazi ne as providing the
best pizza value in America for the eighth consecutive
year.

Opposer adopted Pl ZZA! PI ZZA! as a trademark and
advertising theme in the late 1970s. The mark
Pl ZZA! Pl ZZA! is used to pronote opposer’s marketing
strategy based on value, nanely, two pizzas for one | ow
price. The PIZZAl Pl ZZAl mark appears on store signs,
pi zza boxes, pizza bags, nmenus, napkins, drinking cups
and advertising materials. In 1997 opposer sold
approxi mately 180, 000, 000 pizzas and projected that the
same anmount would be sold in 1998. Each pizza that was
sold was placed in a box or bag bearing the PlIZZA! Pl ZZA!
mar k. A broad sanpling of advertisenents, newspaper
inserts, coupons, direct mail advertisenents and ot her
pronmotional materials featuring the mark Pl ZZA! Pl ZZA! has
been made of record. The PIZZA! Pl ZZA! advertising thene

has been so successful that opposer has adopted ot her
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doubl e word marks, such as PAN PANl and CHEESER! CHEESER!
for use in advertising its restaurants.

As of the time of taking testinony, opposer had
conducted approximately six different national television
adverti sing canpai gns a year, each canpaign |asting
approxi mately eight weeks. The trademark Pl ZZA! Pl ZZA! is
featured as the tag line at the end of the television
comercials, with opposer’s “Roman Man” character saying
t he words Pl ZZA! Pl ZZA!. QOpposer spent approxi mately
$36, 000, 000. 00 on national television advertising in 1996
and projected expenditures of $35,000,000.00 in 1998.
These commercials are regul arly broadcast over the NBC,
CBS, ABC and FOX networks as well as cable channels. The
commercials over the years have been viewed by hundreds
of mllions of viewers. |In recent years, consuners have
rated opposer’s television advertisements anong the nost
menor abl e twenty-five comrercials, ranking them second in
1994, fifth in 1993, first in 1992, seventh in 1991 and
sixth in 1990.

Opposer uses direct mail and newspaper inserts in
conjunction with its national television advertising. As
of 1998 opposer issued mailings and newspaper inserts
whi ch featured the mark Pl ZZA! Pl ZZA! approximately tw ce

a nont h. The traditional restaurant | ocations order
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bet ween 5,000 and 10, 000 printed advertisenments per
nmonth, resulting in approxi mately 25,000,000 print drops
per month which feature the mark PIZZA! Pl ZZA! .

Opposer is frequently the subject of articles in
newspapers and magazines. A nunmber of these articles in
whi ch the mark PIZZA! Pl ZZA! is mentioned have been made
of record.

Opposer’s nenu includes pizza by the slice. Since
at | east 1982 opposer has pronoted pizza by the slice,
al though primarily as a lunch item Since 1994 opposer
has i npl emented a school |unch programin which opposer
delivers pizzas to participating schools, which in turn
sell pizza by the slice. In 1999 opposer opened two
drive-through restaurants in Detroit where the enphasis
is on pizza by the slice and conbi nati on meal s incl uding
slices of pizza.

Applicant was incorporated in 1995 and has three
princi pal sharehol ders. Applicant has approxi mtely 100
full and part-time enployees in its five restaurants.
The first restaurant began operations in Ardnore,

Pennsyl vania in May 1996, the second in Newark, Del aware
in January 1998, the third in State Col |l ege, Pennsyl vani a
in March 1998, the fourth in Stone Harbor, New Jersey in

June 1998 and the last in Rosenont, Pennsylvania in My
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1999. Applicant’s market is basically gournet pizza by
the slice; approximately 75% of its sales are by the
slice. A full range of pizza slices with many different
t oppi ng conbi nati ons are avail abl e, which cost from $2. 50
to $2.75 per slice. Applicant offers both eat-in and

t ake-out services, with delivery at only two of its
stores, and with eat-in predoni nating at nost of the
restaurants. For the nost recent year (the Howey
deposition was taken in June 1999) the approxinmate sal es
for all of its restaurants were $1.8 mllion.

The origin of the mark PEACE A PIZZA lies in the
concept of “pizza by the slice” or a “piece of pizza.”
According to the testinony of applicant’s president Peter
Howey, the sharehol ders and others were attenpting to
cone up with a nanme in line with “piece of pizza” and one
of the group drew a peace synbol, which they decided
woul d be a good thenme they could play on. Applicant has
i ncorporated the thenme of the 60-70's peace novenent into
its restaurants and its marketing efforts. Its principal
advertising means are Vol kwagen vans with peace synbols
on them and a | arge piece of pizza on top. |Its
restaurants display peace synbols on their signs, tie-
dyed shirts with the PEACE A PI ZZA and design | ogo on

them are used, and peace sl ogans and the peace synbol are
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incorporated in their pronotional materials. Applicant’s
first use of its mark was in late 1995 in connection with
catering services. |Its first use of the mark in
connection with restaurant services comenced with the
opening of its Ardnore location in May 1996.

The Opposition

Priority is not an issue here in view of opposer’s
subm ssion of certified status and title copies of its
pl eaded registrations. See King Candy Co. v. Eunice
King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 ( CCPA
1974). In addition, opposer’s witness Robert A Elliott
has testified to the adoption and used of the mark
Pl ZZA! Pl ZZA! for restaurant services by the late 1970s, a
time well prior to applicant’s filing of its intent-to-
use application or its actual first use of its mark.

Turning to the issue of |ikelihood of confusion, we
t ake under consideration all of the du Pont factors which
are rel evant under the present circunstances and for
whi ch there is evidence of record. See E.I. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

| nsofar as the respective services are concerned,
they are both restaurant services. QOpposer’s

Regi stration No. 1,439,558 is for the mark Pl ZZA! Pl ZZA!
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for restaurant services and applicant’s services are
simlarly identified in its intent-to-use application.
Furthernore, there are no restrictions in the
services as identified as to channels of trade or class
of purchasers. Because there are no such limtations, it
must be presuned that the restaurant services of both
woul d be offered in all the normal channels of trade and
to all the usual custoners of services of this type. See
Canadi an I nperial Bank v. Wells Fargo Bank, 811 F.2d
1490, 1 USPQ2d 1813 (Fed. Cir. 1987). Wiile applicant
argues that the cost of its gournmet pizza as opposed to
opposer’s val ued-priced pizzas effectively creates
di fferent channels of trade, we are not persuaded by this
argunent. The issue of |ikelihood of confusion nust be
det erm ned based on an analysis of the mark as used in
connection with the services recited in applicant’s
application vis-a-vis the services recited in opposer’s
registration(s), rather than what any evidence may show
the actual services to be. See Canadi an Inperial Bank v.
Wel I's Fargo Bank, supra; CBS Inc. v. Mdrrow, 708 F.2d
1579, 218 USPQ 198 (Fed. Cir. 1983). Here the nornal
channel s of trade for the restaurant services of both

opposer and applicant would be the sane.

10
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Simlarly, we can make no distinction on the basis
of the conditions under which, and buyers to whom sales
are made. Both parties are selling pizza to the general
public. This is a relatively inexpensive purchase and
subj ect to inpulse buying. Purchasers of products of
this type typically exercise a | esser standard of
purchasi ng care. See Recot Inc. v. MC. Becton, 214 F.3d
1332, 54 USPQ2d 1895 (Fed. Cir. 2000). We find no
evi dence of record from which we m ght concl ude that,
because applicant’s gournet slices range from $2.50 to
$2.75 a piece, purchasers woul d exerci se any greater
degree of care in selecting between the parties’
restaurants. The product renmmins a relatively
i nexpensive food item which is purchased on a casual
basis wi thout any great degree of forethought or
consi derati on.

Turning to the simlarity or dissimlarity of the
respective marks, we are guided in our analysis by the
general principal that when marks are used in connection
with identical services, the degree of simlarity in the
mar ks necessary to support a conclusion that confusion is
i kely declines. Century 21 Real Estate Corp. v. Century
Life of America, 970 F.2d 874, 23 USPQ 1698 (Fed. Cir.

1992) .

11
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We are in full agreenent with applicant that
opposer’s mark Pl ZZA! Pl ZZA! differs in appearance from
applicant’s mark PEACE A Pl ZZA with an acconpanyi ng peace
sign inposed on pizza. Furthernore, the connotations of
the two marks are distinctively different. Opposer’s
repetitive mark is clearly directed to its offering of
two pizzas for the price of one, whereas applicant’s mark
conjures up a double entendre, with the term “peace” and
t he peace synmbol being rem niscent of the peace novenent
of the 60s and 70s and at the same time referring to
applicant’s sale of its pizzas by the “piece.”

We nmust di sagree, however, with applicant’s argunent
that the pronunciations of the two marks are “quite easy
to distinguish.” Although the separate words “peace” and
“pizza” may differ phonetically, the word portion of
applicant’s mark in its entirety is virtually
i ndi stingui shable in sound from opposer’s Pl ZZA! Pl ZZA!
mark. It is true one can not predict the exact manner in
which the two marks will be pronounced; there is no one
correct pronunciation for a mark. See Yamaha
| nternational Corp. v. Stevenson, 196 USPQ 701 (TTAB
1977). Nonethel ess, the nearly identical sounds which
will result fromnormal pronunciations of these two marks

whi ch are conmposed of commonpl ace, readily recognized,

12
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words is quite obvious. “PEACE A’ is alnost identical in
pronunci ation to “PlZZA” and when PEACE A PIZZA is
pronounced it sounds very much |ike PlIZZA! Pl ZZA! .

Mor eover, contrary to applicant’s argunent that the

dom nant portion of its mark is the peace sign and the
word PEACE, we find the entire word portion PEACE A Pl ZZA
to be the dom nant portion. Clearly, the words “A Pl ZZA”
are as promnently displayed as the word “PEACE” and
consequently it is the entire word portion of the mark
which will be relied upon by custoners in referring to
applicant’s restaurant services, rather than the design
portion. Thus, the word portion is that which will be
accorded nmore weight in determining the simlarity of the
marks. See In re Appetito Provisions Co., 3 USPQ2d 1553
(TTAB 1987). Therefore, we have considered the entire
word portion of applicant’s mark in making this

conpari son of sound.

Furthernmore, while the virtually indistinguishable
sounds of the marks involved in itself may not, in many
cases, be sufficient to support a holding of |ikelihood
of confusion, we find that the circunstances here are
such that this high degree of simlarity in sound woul d
play a major role in causing a likelihood of confusion.

In the first place, opposer’s mark PlIZZA! Pl ZZA! is

13
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presented aurally at the end of each of its tel evision
commercials and thus the sound is inplanted in consuners’
m nds. Second, because it is comon for consuners to
refer to a restaurant by its word name, it is reasonable
to assunme that consuners would refer to applicant’s
restaurant by the name PEACE A Pl ZZA, which m ght well
bring to mnd the nearly indistinguishable sounding

Pl ZZA! Pl ZZA! .  See G ant Food, Inc. v. Nation's Food
Service, Inc., 710 F.2d 1565, 218 USPQ 390 (Fed. Cir.
1983). In fact the record shows that, when consuners
call the restaurant, applicant’s enpl oyees frequently
answer the tel ephone with the words PEACE A Pl ZZA.
(Howey deposition p. 72). Thus, on the basis of sound
al one, we find a high degree of simlarity between the
respective nmarks.

Next we turn to a nost significant factor in the
present case, the fame of the prior mark, nanely
opposer’s mark Pl ZZAl Pl ZZA!. As stated by our principal
reviewi ng court in Kenner Parker Toys v. Rose Art
| ndustries, Inc., 963 F.2d 350, 353, 22 USPQd 1453, 1456
(Fed. Cir. 1992), in its consideration of the fame of the
prior mark:

[A] mark with extensive public recognition and
renown deserves and receives nore | egal protection

t han
an obscure or weak mark

14
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Achieving fame for a mark in the marketpl ace

wher e

countl ess synmbols clanor for public attention often

requires a very distinct mark, enornous adverti sing

i nvest nents, and a product of l|asting value. After

earning fame, a mark benefits not only its owner,
- the consuners who rely on the synbols to identify
the source of a desired product.
We find the record here fully substantiates the fanme
whi ch opposer’s PI ZZAl Pl ZZA! mark has achi eved. The
|l ength of use of the mark, the extensive advertising
featuring the mark and the high | evel of sales over the
years all point to the public recognition and renown of
the mark. Not only have opposer’s tel evision conmercials
reached a vast audi ence, but al so those commercials have
been rated as being anong the nost nenorable comrmercials
for several years. Moreover, the mark Pl ZZA! Pl ZZA!
clearly encapsul ates the enphasis on val ue whi ch opposer
strives to achi eve and whi ch enphasis has been realized
as shown by its rating as providing the best pizza val ue
in America for eight consecutive years. |Its sales
figures establish the success of opposer’s advertising
i nvestnents and the wi despread exposure of the public to
t he Pl ZZA! PI ZZA! mar k.

Applicant’s argunents that opposer’s mark i s weak

because of the frequent use of the word “pizza” in marks

in the field of restaurant services or because of the

15
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descriptive nature of the mark are to no avail.

Opposer’s mark is not sinply the word “pizza,” but rather
a novel presentation of the word twice, in such a fornmat
as to enphasize the offering of two pizzas for the price
of one. Moreover, it is well established that | ong and
continuous sal es and advertising may transform even a
weak mark into a strong and distinctive one based on its
acqui red secondary neaning as an indication of source.
See M| es Laboratories Inc. v. Naturally Vitan n

Suppl ements Inc., 1 USPQ2d 1445 (TTAB 1986) and cases
cited therein. Despite any suggestive significance which
the mark PIZZAl Pl ZZA! may originally have possessed, the
record clearly establishes the present status of the mark
as strong and distinctive.

As enphasi zed by the court in its recent decision in
Recot, Inc. v MC. Becton, supra, with respect to the
significance of fame in the bal ancing of the du Pont
factors, the fame of the prior mark, when present, nust
play a “dom nant” role in the process. Thus it is that
fambus marks enjoy a wide |atitude of |egal protection.
Thi s broader protection is accorded because the marks are
nore likely to be remenbered and associated in the public
m nd than a weaker mark. |d. at 54 USPQ2d 1897. In line

with this reasoning, we find that opposer’s fanpus

16
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Pl ZZA! PI ZZA! mark, especially because it is often aurally
presented to the public, my well be called to m nd when
consunmers encounter applicant’s mark, which is dom nated
by the words PEACE A Pl ZZA and which words are nearly

i ndi stingui shable in sound from Pl ZZAl Pl ZZAl . W are
convinced that the broader scope of protection to be
accorded to a famus mark should extend to a mark which
is being used for identical restaurant services and which
is most likely to be indistinguishable in sound fromthe
wel | - known mar k.

We are aware that applicant has pointed out the
absence of any evidence of record of known instances of
actual confusion, despite applicant’s actual use of its
mark since May 1996. The question arises, however
whet her there has been any real opportunity for
confusion. The absence of reported instances of actual
confusi on woul d be neaningful only if the record showed
appreci abl e and conti nuous use by applicant of its mark
for a significant period of tinme in the sane geographic
area as opposer. See G llette Canada Inc. v. Ranir
Corp., 23 USPQ2d 1768 (TTAB 1992). Only one of
applicant’s restaurants has been open since 1996, the
ot hers opened | ater. The geographic market covered by

applicant’s restaurants is small. There is no evidence

17
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of record that opposer even operates restaurants in that
area. Accordingly, we can give little weight to the
evi dence of an absence of actual confusion. |In any
event, the issue is likelihood of confusion, not actual
conf usi on.

As a final consideration, we note opposer’s
contentions that applicant did not adopt its PEACE A
Pl ZZA and design mark in good faith. Despite the
evidence that applicant’s principals were famliar with
opposer’s mark, we do not find that the record supports
any determ nation that the adoption of the mark PEACE A
Pl ZZA and desi gn was knowi ngly done with the intention of
tradi ng on the goodw || of opposer’s PIZZA! Pl ZZA! mark
Whet her or not applicant’s principals are of an age as to
have personally experienced the peace novement or whether
their restaurants are in the locale of the original peace
novenment is immterial. The peace synbol is well
recogni zed even to this day. The adoption of the peace
novenment notif as part of a double entendre on the word
“pi ece” appears to be a pl ausi bl e business decision and
one free fromany insinuations of bad faith. Certainly
on this record we can cone to no other concl usion.

On the basis of the fame of opposer’s mark

Pl ZZA! Pl ZZA!, the legal identity of restaurant services

18
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in connection with which each party is using its mark,
and the virtually indistinguishable sound of the spoken
portion of applicant’s mark PEACE A Pl ZZA and design from
opposer’s mark Pl ZZA!' Pl ZZA!, we find that confusion is
likely.

Deci sion: The opposition is sustained and

registration is refused to applicant.
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